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ELECTION WITH TRAVERSE AND RESPONSE TO OFFICE ACTION 

TO THE COMMISSIONER FOR PATENTS, 
SIR: 

In response to the Office action dated May 24, 2005, Applicants provisionally 
elect claims 1-10 (Group I) for examination in this application, subject to the traverse discussed 
herein. 

Applicants respectfiiUy traverse and request reconsideration of the requirement for 
a restriction. The inventions are not distinct fi-om each other. According to MPEP § 806.05(c), a 
restriction between a combination and subcombination must be supported by (1) two-way 
distinctness, and (2) reasons for insisting on restriction, i.e., separate classification, status, or 
field of search. Neither ofthese requirements is established. 

With regard to the first requirement, MPEP § 806.05(c) directs that inventions are 
distinct if it can be shown that a combination as claimed (A) does not require the particulars of 
the subcombination as claimed for patentability (to show novelty and unobviousness), and (B) 
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the subcombination can be shown to have utiHty either by itself or in other and different 
relations. Here, the subcombination of Group n (claims 1 1-20) does not have separate utility 
from the combination of Group I (claims 1-10). Applicants respectfully disagree with the 
statement in the Office action that the subcombination has separate utility "such as being used in 
a process to press sheet metal plates." Claim 1 1 recites in the preamble a gantry roller press "for 
use in pressing connector plates into truss members on a truss assembly table as the gantry roller 
press moves over the table along a path." Although the press could theoretically be used in 
pressing sheet metal plates, that does not separate the press from its close relation to the system 
recited in claim 1, which could equally be used for pressing sheet metal plates. 

The inventions of Groups I and n are directed to the same novel features which 
applicants believe are not found in the prior art (i.e., the obstruction detection device). 
Consequently, the claims are not patentably distinct, and examination of all of the claims in a 
single application is appropriate. 

With regard to the second requirement, MPEP § 808.02 directs that, in order to 
establish reasons for restriction, the Office must show by appropriate explanation one of the 
following: (A) Separate classification thereof, (B) A separate status in the art when they are 
classifiable together, or (C) A different field of search. Here, the field of search is the same. The 
classifications of the inventions of Groups I and II are the same. Although the Examiner 
indicates in the Office action that Group I is in class 29 and Group n is in class 100, either group 
of claims could be validly placed in either classification. Indeed, recent patents in this field have 
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been placed in one or the other (See, e.g., U.S. Patents 5,768,769 and RE 37,797 in class 29, and 
U.S. Patents 6,079,325 and 6,807,903 in class 100). 

Applicants respectfully submit that there is no undue burden on the Examiner to 
search and examine the subject matter of Groups I and n together because all these claims recite 
common features and are substantially overlapping. According to MPEP §803, "[i]f the search 
and examination of an entire application can be made without serious burden, the examiner must 
examine it one the merits, even though it includes claims to distinct and independent inventions." 
(emphasis added) AppUcants submit that, in this instance, the subject matter of the Group I and 
Group n claims is so closely related that the search and examination of both groups together 
would not impose a "serious burden." Accordingly, examination of all claims should be carried 
out in one case. 

In contrast to the minimal burden on Examiner, Applicants would incur 
substantial filing, prosecution and issue fees, as well as maintenance fees, if required to prosecute 
and maintain a second application/patent, such fees being in addition to the similar fees to be 
incurred in this first application. 

Conclusion 

In view of the foregoing, appUcants provisionally elect claims 1-10 (Group I) but 
respectfully request that the Examiner withdraw the restriction requirement and examine both 
Groups I and n in the present application. 
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Respectfully submitted, 




Donald W. Tuegel, Reg. No. 45,424 
SENNIGER POWERS 
One Metropolitan Square, 16th Floor 
St. Louis, Missouri 63102 
(314)231-5400 
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